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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 27 July 2009 has been entered. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the subject matter of Claim 7 
involving a vacuum source must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. Figures 2 and 3 of the drawings are further objected to. The figures 
display internal features of the turbocharger valve without proper hatching. Hatching is required 
in order to clearly distinguish mechanical features from their mating parts. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
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renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Objections 

3. Claim 7 is objected to because of the following informalities: In claim 7, line 6, the 
limitation "chaber" should be read "chamber". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 4 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. In 
claim 4, line 2, the limitation "a bladed wheel" is not defined within the specification. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 5-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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In regard to claims 5-1 1, the limitation "the turbocharger compressor" found within the 
preamble of each claim lacks antecedent basis. 

In regard to claims 12-17, claim 12 recites "a valve assembly for use with a turbocharger 
compressor" in the preamble of the claim. It is unclear whether the turbocharger compressor is 
included or excluded from the claimed invention. Claims 13-17 are rejected as being dependent 
upon claim 12. It has been held that a preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and where the 
body of the claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. Therefore, the limitation is being treated as 
an intended use statement and has not been treated as a combination claim that would include the 
compressor. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 4 and 12 are rejected, as best understood by the Examiner, under 35 U.S.C. 103(a) 
as being unpatentable over Benson (5,673,559) in view of Smith (1,026,472). 

Benson teaches a turbocharger 10 comprising a housing 1 1 that defines a low pressure 
side 15 and a high pressure side 40 with an opening 47 in between. A valve member 48 is 
received in the opening to regulate the fluid flow through the opening. A retainer 54 has a distal 
end that is received in the housing at 53 and a proximal end that forms a threaded shaft. A coil 
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spring 56 has a proximal end attached to the valve member via 57. The spring and retainer are 
configured to urge the valve member from the open position to the closed position. Benson fails 
to specifically teach where the coil spring has a smaller diameter set of coils on a distal end that 
threadingly engages the shaft of the retainer. 

Smith discloses an adjustable spring valve spring for internal combustion engines. Smith 
teaches where a coil spring 8 possesses a set of smaller diameter coils at 15 that threadingly 
engage a spring retainer 13. 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to incorporate, in Benson, a set of smaller diameter coils on the distal end of the coil spring that 
engage a set of corresponding threads on a retainer, as taught by Smith, so as to adjust the 
compression force of the coil spring and thus the closing force of the valve member. 

In regard to claims 5 and 13, Benson teaches where the valve member is a piston-like 
portion 48 that extends through the opening and engages a flange at 47 configured to abut a 
perimeter of the valve member in the closed position. 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Benson in view of 
Smith as applied to claim 4 above, and further in view of Kyoya et al. (5,137,003). 

In regard to claim 6, Benson teaches where the turbocharger comprises a diaphragm 
which engages 57 in Figure 4 such that the diaphragm and valve member are configured to be 
urged from the closed position to the open position from pressure from the high pressure side. 
Benson fails to specifically teach where the diaphragm forms a channel around the valve member 
in the closed position and a passageway in the open position and is in fluid communication with 
the high pressure side 
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Kyoya discloses a turbocharger. In Figure 2, Kyoya teaches where a diaphragm 38 forms 
a channel around a valve member 40 in the closed position and is in fluid communication with a 
high pressure side 34. The diaphragm then defines a passageway between the high pressure side 
34 and low pressure side 35 when in the open position. 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to integrate, within Benson, the valve member and diaphragm together, as taught by Kyoya, so as 
to significantly reduce the space required for the valve assembly and to reduce the number of 
pipes of the turbocharger assembly. 

In regard to claims 7 and 14, Benson teaches a cover at 12 that is sealed to the housing at 
43 and forms a chamber that is isolated from fluid communication with the channel. Benson fails 
to specifically teach where the cover forms a chamber inlet for connection to a vacuum source. 

Kyoya teaches where a cover 36 forms a chamber 36a and chamber inlet 45 on a side of 
the diaphragm opposite to the channel. In Figure 3, Kyoya teaches where it is known to connect 
the chamber inlet 22 to a vacuum source via 20 to urge the valve member to the open position. 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to incorporate, in Benson, a chamber inlet on the cover for a connection to a vacuum source, as 
taught by Kyoya, so as to urge the valve member to the open position using forces from both the 
input and output conditions of the turbocharger valve. 

In regard to claim 11, Benson fails to specifically teach where the high pressure side is a 
compressor outlet and the low pressure side is a compressor inlet. 

In Figure 3, Kyoya teaches where it is known that a compressor 3 has an outlet at 2 that 
forms a high pressure side and an inlet at 4 that forms a low pressure side. 



Application/Control Number: 10/575,909 Page 7 

Art Unit: 3753 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to incorporate, in Benson, a high pressure side as a compressor outlet and a low pressure side as 
a compressor inlet, as taught by Kyoya, so as to effect a displacement of the valve member using 
the outlet gases of the compressor thereby reducing head loss in the normally closed condition. 

10. Claims 8 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Benson 
in view of Smith as applied to claim 4 above, and further in view of Johnson (3,386,465). 

In regard to claims 8 and 15, Benson teaches where the where the distal end of the 
retainer 54 is received in a threaded hole in the housing, but fails to specifically teach where the 
hole is a blind hole. 

Johnson discloses a diaphragm gas valve. In Figure 1, Johnson teaches where a threaded 
spring retainer that engages a spring 9 is disposed in a threaded blind hole. 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to incorporate, in Benson, a blind hole for housing the distal end of the retainer, as taught by 
Johnson, so as to mitigate disassembly of the retainer due to vibration of the turbocharger. 

11. Claims 9, 10, 16, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Benson in view of Smith as applied to claim 4 above, and further in view of Jesperson 
(3,695,577). 

In regard to claims 9, 10, 16, and 17, Benson fails to specifically teach where the spring 
is threadedly received, or fixedly fitted, onto the valve member. 

Jesperson discloses a spring biased gas valve. In Figure 1, Jesperson teaches where a coil 
spring 19 threadingly engages, or is fixedly fitted, to a valve member 6, 9 via a smaller set of 
spring coils 18 (col. 3, lines 45-53). 
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At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to incorporate, Benson, a coil spring that threadingly engages the valve member, as taught by 
Jesperson, so as to prevent the spring from sliding axially or radially in relation to the valve 
member. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. St. Clair (3,971,410) discloses a spring biased gas spring with a coil spring that 
threadingly engages a retainer. Vertanen (5,746,058) discloses an adjustable valve actuator for a 
turbocharger. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy S. Baskin whose telephone number is (571) 270-7421 . 
The examiner can normally be reached on Monday through Friday, 7:30AM to 5:00PM ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robin Evans can be reached on 571-272-4777. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. S. B./ 

Examiner, Art Unit 3753 



/Robin O. Evans/ 

Supervisory Patent Examiner, Art Unit 3753 



